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Applicant argues that the device as now claimed reads over the references of record. The 
examiner cannot agree. The device of Baerveldt et al contains many of the claimed elements, 
with the exception of the location of the infusion port. However, such location of a fluid flow 
port - in the side of the outer tube - is a well known location for fluid flow ports in the art, as 
shown by Eichenbaum. Thus this argument is not convincing. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 25-29, 33, 34 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 24-29 are indefinite because they depend from a canceled claim. For the 
purposes of examination, these claims will be treated as depending from claim 1, as this is the 
claim that the limitations of claim 24 have been incorporated into. 

Claims 1, 4-17, 25-29, 32-34, 52, and 53 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baerveldt et al in combination with Eichenbaum. Baerveldt et al teach a 
device which has either an optical fiber, a bipolar or monopolar elecfrode, a mechanical cutter, or 
an ultrasound device within a tissue protecting sheath which is an insulator and transmits energy 
to cut ocular tissue, a shield is provided (e.g. footplate, 721), which protects tissue (see paragraph 
[0094]) and which can be made of or coated with an insulating material (see paragraphs [0095] 
and [0098]), and teaches the equivalence of one-contained-within-the-other and side-by-side 
arrangement of irrigation and aspiration tubes (see e.g. Figures 22 and 23). Eichenbaum teaches 
a device such as claimed including tubes with one-contained-within-the-other for irrigation and 
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aspiration; an opening in the side of the outer tube to allow for fluid flow; and the inner tube 
extending out beyond the distal end of the outer tube, the outer tube being sealedagainst the outer 
surface of the inner tube (see e.g. Figure 3, element 73 and column 5, lines 36-39). It would 
have been obvious to the artisan or ordinary skill to employ the irrigation and aspiration tubes 
which are one-contained- within-the-other throughout their entire length; various excision 
modalities; and the insulative coating of Beaveldt et al in the device of Eichenbaum, since these 
are recognized equivalents in the art, as taught by Baerveldt et al, and since the insulation would 
be required to prevent thermal damage to adjacent tissues, as taught by Baerveldt et al, or 
alternatively, to provide the hole in the side of the outer tube to provide fluid flow, as taught by 
Eichenbaum in the device of Baerveldt et al, since this is not critical; is well within the skill of 
one having ordinary skill in the art; provides no unexpected result; and is widely recognized 
location for an irrigation or aspiration opening in the art, and in either case, skill to use polyimide 
for the insulator, since this is not critical; is well within the skill of one having ordinary skill in 
the art; provides no unexpected result; and is a known insulator in the art, with regard to claims 
33 and 34, these are product by process claims and, absent a showing from applicant are not 
structurally different from the combined device of and Eichenbaum thus producing a device such 
as claimed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to david shay whose telephone number is (571) 272-4773. The 
examiner can normally be reached on Tuesday through Friday from 6:30 a.m. to 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Charles Marmor, II, can be reached on Monday, Tuesday, Wednesday, Thursday, and 
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Friday. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see htt p ://pair-direct.uspto . gov . Should you have questions on access to the Private 
PAIR system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). 

/david shay/ 
Primary Examiner, Art Unit 3769 



